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Detailed Action 

Claims 1-17 are pending in this application. 
Claim Objections 
Claim 1 objected to because of the following informalities: 
As per claim 1, line 5, recites "frst", this is a spelling mistake. The 
examiner will interpret "frst" as "first". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 
issued to Lloyd et al. (Lloyd). 

Kowaguchi teaches a method for mail-messaging on a global information 
network, wherein a user generates a prepared message, the method comprising 
the steps of: 

commencing a first transmission from a source location to a 
destination address, 

the first transmission comprising a message identifier 
corresponding to the prepared message(col.2, lines 1-5); 
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commencing a second transmission from the source location to a 
forwarding server, the second transmission comprising the mail 
message, wherein the second transmission is independent of the 
first transmission(col.2, lines 5-20); 
receiving the message identifier at the destination 
address(col.2,lines 50-55); and 

responding at the destination address to the message identifier by 
establishing a communication path to receive the mail message at 
the destination address(col.2,lines 1-20; it is implicit that there is a 
communication path to receive the mail message, since the 
receiving communication terminal receives the mail message). 
However, Kowaguchi does not explicitly teaches packaging the prepared 
message and the corresponding message identifier into a mail message using a 
binary formatting protocol. 

Lloyd teaches packaging the prepared message and the corresponding 
message identifier into a mail message using a binary formatting protocol(col.27, 
lines 45-49, lines57-60, col.28, line 1). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi to explicitly add 
packaging the prepared message and the corresponding message identifier into 
a mail message using a binary formatting protocol as taught by Lloyd in order to 
incorporate information besides text data in an e-mail messages (Lloyd, col. 58- 
60). 
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One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd in order to provide a method to personalize e-mail messages(Lloyd, 
col.2, lines 10-15). 

As per claim 2, the method of claim 1, in which establishing a 
communication path comprises contacting the forwarding server with the 
message identifier; the method further comprising the steps of: 
identifying at the forwarding server the mail message corresponding to the 
message identifier(Kowaguchi,Fig. 1,4); and 

transmitting the mail message from the forwarding server to the destination 
address using the binary formatting protocol(Kowaguchi, col.2, lines24-35, Lloyd, 
col.28,line 1 ).Motivation to combine set forth in claim 1 . 

As per claim 3, the method of claim 1 , wherein the step of packaging 
comprises the step of compressing the prepared message(Lloyd, col.2, lines 21 - 
29; the HTML e-mail messages is interpreted as a compressed message). 

Claims 4,6,7,9,10,1 1,13,14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 6,185,605 issued to Kowaguchi in view of US 
Patent 6,779,1 78 issued to Lloyd et al. (Lloyd) in further view of EP 1 ,259,036 
issued to Yabe et al.(Yabe). 

Kowaguchi in view of Lloyd teaches all the limitations of claim 1 and binary 
formatting protocol, however does not teach as per claim 4, wherein the first 
transmission comprises a mail notice, the mail notice including the message 
identifier and a source address, and wherein the step of responding comprises 
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contacting the forwarding server with the message identifier specified within the 
mail notice and contacting the source address specified within the mail notice; 
determining which one of the source address and the forwarding server respond 
first to contact with the destination address; 

commencing receipt of a transmission of the mail message in the binary 
formatting protocol from the one of the source address and forwarding server 
which responds first to contact with the destination address. 

Yabe teaches wherein the first transmission comprises a mail 
notice, the mail notice including the message identifier and a source address, 
and wherein the step of responding comprises contacting the forwarding server 
with the message identifier specified within the mail notice and contacting the 
source address specified within the mail notice(col.2,lines9-21); 
determining which one of the source address and the forwarding server respond 
first to contact with the destination address(col.2, lines 22-37); 
commencing receipt of a transmission of the mail message from the one of the 
source address and forwarding server which responds first to contact with the 
destination address(cbl.2,lines38-45). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd to 
explicitly add wherein the first transmission comprises a mail notice, the mail 
notice including the message identifier and a source address, and wherein the 
step of responding comprises contacting the forwarding server with the message 
identifier specified within the mail notice and contacting the source address 
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specified within the mail notice; determining which one of the source address 
and the forwarding server respond first to contact with the destination address; 
commencing receipt of a transmission of the mail message in the binary 
formatting protocol from the one of the source address and forwarding server 
which responds first to contact with the destination address as taught by Yabe in 
order to control e-mail deliver(Yabe, col.1, lines 44-46). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe in order to provide a method to deliver e-mail to mobile 
communication devices(Yabe, col.1, lines 5-10). 

As per claim 6, the method of claim 1 , wherein the first transmission 
comprises a mail notice, the mail notice comprising the message identifier and a 
source address, and further comprising the steps of: 

receiving contact at the source address from the destination address(Yabe, col. 2, 
lines 9-15); responsive to receiving contact at the source address, determining 
whether transmission of the mail message from the source location to the 
forwarding server is incomplete(Kowaguchi, col.6, lines 22-31); and 
when transmission to the forwarding server is still incomplete, pausing 
transmission of the mail message from the source location to the forwarding 
server, and transmitting the mail message from the source location to the 
destination address using the binary formatting protocol(Yabe, col. 7, line31-col.8, 
line 29). Motivation to combine set forth in claim 4. 

As per claim 7, the method of claim 6, further comprising the steps of: 
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when transmission of the mail message from the source location to the 
destination address fails(Yabe, col.5,line 55-col.6,line 5), resuming transmission 

of the mail message from the source location to the forwarding 
server(Kowaguchi, col. 6, lines 22-31); and when transmission of the mail 
message from the source location to the destination address succeeds, aborting 
transmission of the mail message from the source location to the forwarding 
server(Yabe, Fig. 6, it is implicit in the combination of the references that when 
the transmission of the mail message to the destination address succeeds that 
the transmission to the forwarding server will be aborted because there is no 
need to transmit to the forwarding server if the destination terminal receives the 
mail message). Motivation to combine set forth in claim 4. 

As per claim 9, Kowaguchi teaches mail-messaging system for managing 
electronic mail communications over global information network, comprising: 

a source computer at which a first user generates a prepared 

message(col.3,lines 4-7); 

a destination computer which receives the prepared message(col.3,lines 
9-10); 

a fprwarding computer(col.3, line 10); 

a first communication link between the source computer and the 
forwarding server along which the mail message is transmitted(col.2, lines 
5-20); 

However, Kowaguchi does not explicitly teaches a mail program which 
processes the prepared message to generate a mail notice and a mail message, 
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the mail notice comprising a message identifier corresponding to the prepared 
message and a source address, the mail notice not including an entirety of the 
prepared message, the mail message comprising the prepared message in a 
prescribed format and the message identifier; a second communication link 
between the source computer and the destination computer along which the mail 
notice is transmitted; and a mail receipt program which responds to the mail 
notice to establish a third communication link to receive the mail message at the 
destination address using a binary formatting transmission protocol.; 

Lloyd binary formatting protocoled. 27 Jines 45-49, lines 57-60, col.28, line 

1). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi to explicitly add 
using a binary formatting protocol as taught by Lloyd in order to incorporate 
information besides text data in an e-mail messages (Lloyd, col. 58-60). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd in order to provide a system to personalize e-mail messages(Lloyd, 
col.2, lines 10-15). 

Kowaguchi in view Lloyd does not explicitly teach a mail program which 
processes the prepared message to generate a mail notice and a mail message, 
the mail notice comprising a message identifier corresponding to the prepared 
message and a source address, the mail notice not including an entirety of the 
prepared message, the mail message comprising the prepared message in a 
prescribed format and the message identifier; a second communication link 
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between the source computer and the destination computer along which the mail 
notice is transmitted; and a mail receipt program which responds to the mail 
notice to establish a third communication link to receive the mail message at the 
destination address. 

Yabe teaches a mail program which processes the prepared message to 
generate a mail notice and a mail message, the mail notice comprising a 
message identifier corresponding to the prepared message and a source 
address, the mail notice not including an entirety of the prepared message, the 
mail message comprising the prepared message in a prescribed format and the 
message identifier(col.2, lines 9-21); a second communication link between the 
source computer and the destination computer along which the mail notice is 
transmitted(col.2, lines 9-21); and a mail receipt program which responds to the 
mail notice to establish a third communication link to receive the mail message at 
the destination address(col.2, lines 38-45). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd to 
explicitly add a mail program which processes the prepared message to generate 
a mail notice and a mail message, the mail notice comprising a message 
identifier corresponding to the prepared message and a source address, the mail 
notice not including an entirety of the prepared message, the mail message 
comprising the prepared message in a prescribed format and the message 
identifier; a second communication link between the source computer and the 
destination computer along which the mail notice is transmitted; and a mail 
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receipt program which responds to the mail notice to establish a third 
communication link to receive the mail message at the destination address as 
taught by Yabe in order to control e-mail deliver(Yabe, col.1 , lines 44-46). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe in order to provide a system to deliver e-mail to mobile 
communication devices(Yabe, col.1, lines 5-10). 

As per claim 1 0, the system of claim 9, further comprising: 
means for the destination computer to contact the forwarding server with the 
message identifier(Kowaguchi, Fig.1,Fig.7); means for identifying at the 
forwarding server the mail message corresponding to the message 
identifier(Kowaguchi, Fig.14); and means for transmitting the mail message from 
the forwarding server to the destination address using the binary formatting 
transmission protocol(Kowaguchi, col.2, lines 24-35, Lloyd, col.28, Iine1). 
Motivation to combine set forth in claim 9. 

As per claim 1 1 , the system of claim 9, further comprising: 
means for the destination computer to contact the forwarding server with the 
message identifier(Kowaguchi, col.3,lines4-19); means for the destination 
computer to contact the source address(Kowaguchi, col.3,lines 4-19);means for 
determining which one of the source address and the forwarding server respond 
first to contact with the destination address(Yabe, col.2, lines 22-37); and means 
for commencing receipt of a transmission of the mail message in the binary 
formatting transmission protocol from the one of the source address and 
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forwarding server which responds first to contact with the destination 
address(col.2, lines 38-45). Motivation set forth in claim 9. 

Claim 13 is rejected based on the same rationale as claim 6 (see claim 6 
above).Motivation to combine set forth in claim 6. 

Claim 14 is rejected based on the same rationale as claim 7 (see claim 7 
above). Motivation to combine set forth in claim 7. 

Claim 5,12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 
issued to Lloyd et al. (Lloyd) in further view of EP 1 ,259,036 issued to Yabe et 
al.(Yabe) in further view of US Patent 5,293,250 issued to Okumura et 
al.(Okumura). 

Kowaguchi in view of Lloyd in further view of Yabe teaches all the 
limitations of claim 4, however does not explicitly teach as per claim 5, the 
method of claim 4, further comprising the step of suspending contact with the 
other one of the source address and forwarding server; and upon successful 
receipt of the mail message, notifying the sending address and the forwarding 
server that the mail message has been successfully received. 

Okumura teaches further comprising the step of suspending contact with 
the other one of the source address and forwarding server; and upon successful 
receipt of the mail message, notifying the sending address and the forwarding 
server that the mail message has been successfully received.(col.2,lines 13-24) 
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Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd in 
further view of Yabe to explicitly add teaches further comprising the step of 
suspending contact with the other one of the source address and forwarding 
server; and upon successful receipt of the mail message, notifying the sending 
address and the forwarding server that the mail message has been successfully 
received as taught by Okumura in order to for user to know if an e-mail has 
reached the host computer(Okumura, col.1, lines 11-24). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe and Okumura in order to provide a method to notify a 
destination terminal of a fact that an e-mail reaches a host computer(Okumura, 
col.1,lines 7-11). 

Claim 12 is rejected based on the same rationale as claim 5 (see claim 5 
above). Motivation to combine set forth in claim 5. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 issued to 
Lloyd et al.(Lloyd) in further view of US Patent 6,047,326 issued to Kilkki. 

Kowaguchi in view of Lloyd teaches all the limitations of claim 1 , however 
does not teach as per claim 8, the method of claim 1 , further comprising the 
steps of: determining a tally of bits successfully transmitted to the destination 
address; and uploading the tally and the source address to an accounting server 
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which allocates a fee, based upon the tally, to an account corresponding to the 
source address. 

i 

Kilkki teaches determining a tally of bits successfully transmitted to the 
destination address; and uploading the tally and the source address to an 
accounting server which allocates a fee, based upon the tally, to an account 
corresponding to the source address(Abstract). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd to 
explicitly add determining a tally of bits successfully transmitted to the destination 
address; and uploading the tally and the source address to an accounting server 
which allocates a fee, based upon the tally, to an account corresponding to the 
source address as taught by Kilkki in order to conduct commerce over the 
lnternet(Kilkki, col.1 , lines 21-22) 

One skilled in the art would have been motivated to combine Kowaguchi and 
Lloyd and Kilkki in order to provide a method to charge for usage of an network 
service connection(Kilkki, col. 1 .lines 5-9) 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 issued 
to Lloyd et al.(Lloyd) in further view of EP 1 ,259,036 issued to Yabe et al.(Yabe) 
in further view of US Patent 6,047,326 issued to Kilkki. 

Kowaguchi in view of Lloyd in further view of Yabe teaches all the 
limitations of claim 9, however does not teach as per claim 1 5, 
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means for determining a tally of bits successfully transmitted to the destination 
address; and means for uploading the tally and the source address to an 
accounting server which allocates a fee, based upon the tally, to an account 
corresponding to the source address. 

Kilkki teaches means for determining a tally of bits successfully 
transmitted to the destination address; and means for uploading the tally and the 
source address to an accounting server which allocates a fee, based upon the 
tally, to an account corresponding to the source address(Abstract). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd in 
further view of Yabe to explicitly add means for determining a tally of bits 
successfully transmitted to the destination address; and means for uploading the 
tally and the source address to an accounting server which allocates a fee, 
based upon the tally, to an account corresponding to the source address as 
taught by Kilkki in order to conduct commerce over the lnternet(Kilkki, col.1 , lines 
21-22) 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe and Kilkki in order to provide a method to charge for usage 
of an network service connection(Kilkki, col. 1 , lines 5-9). 



Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 issued 
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to Lloyd et al. (Lloyd) in further view of EP 1 ,259,036 issued to Yabe et al.(Yabe) 
in further view of US Patent 6,073,142 issued to Geigeret al.(Geiger). 

Kowaguchi teaches a method for mail-messaging on a global information 
network, wherein a user generates a prepared message, the method comprising 
the steps of: 

sending a message identifier corresponding to the prepared message 
from a source location to a destination address(col.2,line 1-5), 
commencing transmission of the mail message from the source location to 
a forwarding server(col.2,lines 1-5); 

logging onto the global information network at the destination 
address(Fig.l); 

accessing mail destined for the destination address, the step of accessing 
comprising automatically responding to the message identifier by 
contacting the forwarding server, and transmitting the mail message from 
the forwarding server to the destination address(col.2,lines 36-49); 
However, Kowaguchi does not explicitly teaches packaging the prepared 
message and the corresponding message identifier into a mail message using a 
binary formating protocol; the message identifier being sent to the destination 
address without the prepared message; receiving the message identifier at the 
destination address; deleting the mail message from the forwarding server upon 
receiving an indication of a successful receipt of the mail message at the 
destination computer. 
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Lloyd teaches packaging the prepared message and the corresponding 
message identifier into a mail message using a binary formatting protocol(col.27, 
lines 45-49, lines57-60, col.28, line 1 ). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi to explicitly add 
packaging the prepared message and the corresponding message identifier into 
a mail message using a binary formatting protocol as taught by Lloyd in order to 
incorporate information besides text data in an e-mail messages (Lloyd, col. 58- 
60). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd in order to provide a method to personalize e-mail messages(Lloyd, 
col.2, lines 10-15). 

Kowaguchi in view of Lloyd, does not explicitly teach the message 
identifier being sent to the destination address without the prepared message; 
and receiving the message identifier at the destination address. 

Yabe teaches explicitly teach the message identifier being sent to the 
destination address without the prepared message(col.2, lines 9-21 ); and 
receiving the message identifier at the destination address(col.2,lines 22-37). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd to 
explicitly add the message identifier being sent to the destination address without 
the prepared message; and receiving the message identifier at the destination 
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address as taught by Yabe in order to control e-mail deliver(Yabe, col.1 , lines 44- 
46). 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe in order to provide a method to deliver e-mail to mobile 
communication devices(Yabe, col.1, lines 5-10). 

Kowaguchi in view of Lloyd in further view of Yabe, however does not 
explicitly teach deleting the mail message from the forwarding server upon 
receiving an indication of a successful receipt of the mail message at the 
destination computer. 

Geiger teaches deleting the mail message from the forwarding server 
upon receiving an indication of a successful receipt of the mail message at the 
destination computer(col.3,lines 28-35; Geiger teaches business rules to specify 
actions which can be applied to deleting an email from the forwarding server 
upon receiving an indication of a successful receipt of the email message at the 
destination computer). 0 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd in 
further view of Yabe to explicitly add deleting the mail message from the 
forwarding server upon receiving an indication of a successful receipt of the mail 
message at the destination computer as taught by Geiger in order to control the 
number of documents in an organization(Geiger, col.1 , lines 1 5-20). 
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One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe and Geiger in order to provide a system control the 
distribution of email message(Geiger, col.1 , lines 7-10). 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,185,605 issued to Kowaguchi in view of US Patent 6,779,178 issued 
to Lloyd et al.(Lloyd) in further view of EP 1 ,259,036 issued to Yabe et al.(Yabe) 
in further view of US Patent 6,073,142 issued to Geiger et al. (Geiger) in further 
view of US Patent 6,047,326 issued to Kilkki. 

Kowaguchi in view of Lloyd in further view of Yabe in further view of 
Geiger teaches all the limitations of claim 16, however does not explicitly teach 
means for determining a tally of bits successfully transmitted to the destination 
address; and means for uploading the tally and the source address to an 
accounting server which allocates a fee, based upon the tally, to an account 
corresponding to the source location. 

Kilkki teaches means for determining a tally of bits successfully 
transmitted to the destination address; and means for uploading the tally and the 
source address to an accounting server which allocates a fee, based upon the 
tally, to an account corresponding to the source location(Abstract). 

Therefore it would have been obvious to one ordinary skilled in the art at 
the time of the invention to modify the method of Kowaguchi in view of Lloyd in 
further view of Yabe in further view of Geiger to explicitly add means for 
determining a tally of bits successfully transmitted to the destination address; and 
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means for uploading the tally and the source address to an accounting server 
which allocates a fee, based upon the tally, to an account corresponding to the 
source address as taught by Kilkki in order to conduct commerce over the 
lnternet(Kilkki, col.1, lines 21-22) 

One skilled in the art would have been motivated to combine Kowaguchi 
and Lloyd and Yabe and Geiger Kilkki in order to provide a system to charge for 
usage of an network service connection(Kilkki, col.1 , lines 5-9). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Backhean Tiv whose telephone number is 
(703) 305-8879. The examiner can normally be reached on 9 A.M.-12 P.M. and 
1 -6 P.M. Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Zarni Maung can be reached on (703) 308-6687. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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